UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF M CHI GAN
SOUTHERN DI VI SI ON

FORD MOTOR CO., et al
Plaintiffs,
V. Case No. 00-CV-71544-DT

GREATDOMAI NS. COM | NC.
et al.,

Def endant s.

ORDER GRANTI NG | N PART, DENYI NG I N PART,
“MOTI ON FOR RECONSI DERATI ON AND/ OR
FOR CERTI FI CATI ON UNDER 28 U.S.C. § 1292(B)”

On March 30, 2001, this court entered an opinion and order
partially resol ving the EFF Defendants’ pending notions to
dism ss for |ack of personal jurisdiction under Federal Rule of
Civil Procedure 12(b)(2).! The notions of Defendants Al fonso
Fiero and Radtech were denied with prejudice; the remaining
notions were denied w thout prejudice pending further discovery.
A tinmely notion for reconsideration was filed by all EFF
Def endants. In conjunction with their notion for
reconsi deration, the EFF Defendants al so seek certification for
interlocutory review of four separate issues. For the follow ng
reasons the court will grant in part, deny in part, the notion

for reconsideration and deny the notion for certification.

1 The “EFF Defendants” are Robert Emmert, Paul Brown, Alfonso Fiero,
John Hal |, Radtech, and Tom Cooper



|. DI SCUSSI ON
A. Mdtion for Reconsideration

Rule 7.1(g) of the Local Rules for the Eastern District of
M chi gan provides that a notion for reconsideration shall be
granted only if the novant can (1) “denonstrate a pal pabl e def ect
by which the court and the parties have been msled” and (2) show
that “correcting the defect will result in a different
di sposition of the case.” E.D. Mch. LR 7.1(g)(3). A notion for
reconsi deration which presents the sane issues already rul ed upon
by the court, either expressly or by reasonable inplication, wll
not be granted. 1d.; Czaj kowski v. Tindall & Associates, P.C
967 F. Supp. 951, 952 (E.D. Mch. 1997). In their notion, the
EFF Def endants chal | enge a nunber of issues addressed by the
court, including its use of the so-called “effects” test in
determ ni ng personal jurisdiction.

1. “Effects” test

In the March 30 order, the court denied two of the EFF
Def endants’ notions, holding that each was subject to personal
jurisdiction in this district. Because the decision was based on
the allegations made wi thout discovery or an evidentiary hearing,
the court was required to determne only whether Plaintiffs had
set forth a prima facie case of personal jurisdiction. See Kerry

Steel v. Paragon Indus., Inc., 106 F.3d 147, 149 (6th Cr. 1997).



I n meki ng that determ nation, the court relied upon the
“effects” test set forth by the United States Suprenme Court in
Cal der v. Jones, 465 U. S. 783 (1984), which permts personal
jurisdiction over foreign defendants who have commtted
(1) an intentional act, (2) expressly ained at the forum (3) the
brunt of which is felt within the forum?2 In their notion for
reconsi deration, the EFF Defendants particularly challenge the
court’s application of the “intent” and “expressly ainmed” prongs
of the effects test.

a. Intent

The EFF Defendants chall enge the court’s conclusion that
their acts were “intentional,” arguing that they did not intend
toinjure Plaintiffs. It does not natter, however, that the
injury was not intended. The only relevant consideration is
whet her the wongful acts were commtted intentionally, and not
negligently. The EFF Defendants did not negligently register the
di sputed domai n nanes and offer themfor sale over the Internet.
Those acts were commtted intentionally. This is sufficient to

satisfy the “intentional act” prong required under Cal der.

2 Thus, Defendants’ argument that Plaintiffs’ have failed to set forth
any evidence of actual contacts in the state of Mchigan is irrelevant. The
effects test does not rely upon actual physical contacts with the forumstate,
but on whether an intentional tort has been expressly ainmed at the forum
state.



b. Express aimng

The EFF Defendants’ next chall enge the courts concl usion
that a prima facie case of express aimng depends, in part, upon
the |l exical context of trademark within the domain nanme. The EFF
Def endants contend that this test introduces a high | evel of
uncertainty and anbiguity into determ nations of personal
jurisdiction. The court is persuaded that it erred in exercising
personal jurisdiction over Defendants Fiero and Radtech based
upon the | exical context of their domain nanmes al one.

The court maintains that analyzing the | exical context of a
trademark within a domain nanme and common non-i nfringi ng uses of
the trademark are, for the reasons discussed in the March 30
order, helpful in determ ning whether the alleged acts of
cybersquatting were “expressly ained” at the proffered forum
Nevert hel ess, those factors--w thout nore--cannot al one support a
finding of personal jurisdiction. Thus, the court will grant the
notion for reconsideration to the extent that it exercised
personal jurisdiction over EFF Defendants Al fonso Fiero and
Radt ech.

Nonet hel ess, as previously discussed, |limted discovery by
Plaintiffs will be permtted as to whether other facts exist
whi ch support a finding of “express aimng.” The court has
contenplated giving thirty days for propounding witten
interrogatories and permtting thirty days for responses. It
appears, however, that Plaintiffs have already taken steps to
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nove di scovery forward. Timng and other related issues, thus,
will be resolved in a scheduling conference to follow the
i ssuance of this order

In addition to challenging the court’s application of the
Cal der effects test, the EFF defendants raise a nunber of other
i ssues that warrant discussion.

2. ldentity

First, the EFF Defendants argue that Ford bears the burden
of proving that each listing at the “greatdomai ns.coni site was
publ i shed by one of the EFF Defendants. The court agrees that
Ford ultimately nmust satisfy this burden. Nevertheless, for
purposes of Rule 12(b)(6), that burden is substantially lighter.
Al l egations that a defendant is the registrant of a domai n nanme
listed for sale on the Internet is sufficient to permt each case
to nove forward.

3. Actual Confusion

The next error alleged by the EFF Defendant’s is that the
court failed to address “actual confusion.” “Actual confusion”
is not arequisite element for proving a claimof cybersquatting
under the ACPA. Thus, it also is not relevant to determ ning
personal jurisdiction on a claimof cybersquatting under the
Cal der effects test. |Insofar as the court has already concl uded
that Ford failed to state a claimof infringenent or dilution, it

IS unnecessary to discuss “actual confusion” further.



4. Property
The EFF Def endants next upbraid the court for

its apparent assunption that trademarks are “property,”
as opposed to non-exclusive (or “exclusive” only in a
trivial sense) rights to be free fromtortious
infringenent. Specifically, we pray for this Court not
to make statenents suggesting that FORD has
‘proprietary interests’ in ‘words,’ e.qg., slip op. at
1, or rights to exclude, in the absence of an explicit
exam nation of the factual and | egal basis for such a
belief and el aborati on upon the manner and extent to
whi ch such statenents are accurate.

(Defs.” Mot. at 5 (enphases in original)). The court disagrees
with the EFF Defendants to the extent they argue that trademarks
are not property. In College Savings Bank v. Fla. Prepaid
Post secondary Ed. Expense Bd., 527 U. S. 666 (1999), the Suprene
Court recognized that

The Lanham Act may wel | contain provisions that protect

constitutionally cogni zabl e property

interests--notably, its provisions dealing with

i nfringenment of trademarks, which are the “property” of

t he owner because he can excl ude others from using

t hem
Id. at 673 (enphasis added). The court recogni zes, however,
that, as al so expressed by the Suprene Court in Coll ege Savings,
al though trademarks are “property,” not all tortious acts
commtted against a trademark holder’s rights “deprive” the
hol der of property in a manner that triggers the Fifth

Anrendment’s Due Process Cl ause. See id. at 674. Nevert hel ess,

any confusion caused by the court’s use of the word “deprive” in



this case does not anpbunt to a pal pabl e defect by which the court
has been m sl ed.
5. Injury in Mchigan

The EFF Defendants raise a valid challenge to the court’s
hol ding that the brunt of the alleged injuries is in M chigan.
The court continues to hold that the brunt of the injury incurred
by registering, using, or trafficking in trademarks owned by
Plaintiff Ford Motor Conpany occurs in Mchigan. Wether use of
the marks owned by Plaintiffs Jaguar Cars, Aston Martin Lagonda,
and Vol vo Trademark Hol ding occurs in Mchigan or in their states
of residence may be further addressed by the parties in their
renewed notions follow ng discovery. The court, however, does
not agree with the EFF Defendants’ assertion that the injury
occurs where infringing sales or custoner confusion take pl ace.
The ACPA, unlike traditional infringenent and unfair conpetition
cl ai s, does not have consunmer protection as its central purpose.
This is denonstrated by the fact that nerely registering a
trademark as a domain nanme can be a violation of the ACPA, even
if the domain is never used on the Internet or otherw se nmade
accessible to consuners. Rather, the ACPA protects trademark
hol ders agai nst extortion by domain nanme cybersquatters. Thus,
the brunt of such injury occurs where it is felt by the trademark

hol der.

6. M sappropriation
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Finally, the EFF Defendants argue that their registration of
vari ous domai n nanmes cannot be “m sappropriation” of a trademark
i nterest, apparently because they “honestly and reasonably
believe[]” that their use “constitute[s] a fair use, a non-
trademark use, or a non-conpeting use.” (Defs.’” Mt. at 5.)
Nevert hel ess, al though fair, non-trademark, or non-conpeting uses
can be asserted as defenses under the ACPA, 15 U S. C
8§ 1125(d) (1) (B)(ii), they are not necessarily dispositive. See,
e.g., Virtual Works Inc. v. Vol kswagen of Am, Inc., 238 F.3d
264, 270 (4th Cr. 2001) (“A defendant who acts even partially in
bad faith in registering a domain nane is not, as a natter of
law, entitled to benefit fromthe Act’s safe harbor provision.”).
Thus, Defendants’ potential defenses under the ACPA do not
necessarily preclude the exercise of in personamjurisdiction
under an effects theory.

B. Mdtion for Certification Under 28 U . S.C. § 1292(b)

The EFF Def endants have al so noved the court for
certification pursuant to 28 U.S.C. § 1292(b) to allow themto
take an interlocutory appeal of four issues raised in the court’s
March 30, 2001 order. The court concludes that interlocutory
appeal of the specified issues would not “materially advance the
ultimate termnation of the litigation” as required under 8 1292.
This is true particularly insofar as the court has not

conclusively ruled on the EFF Defendants’ 12(b)(2) notions to



dism ss for |ack of personal jurisdiction. Accordingly, the
nmotion for certification will be deni ed.
1. CONCLUSI ON

For all the foregoing reasons, |IT IS ORDERED that the EFF
Def endants’ “Mdtion for Reconsideration and/or for Certification
under 15 U.S.C. 8§ 1292(b)” is GRANTED as to Defendants Al fonso
Fiero and Radtech. Further discovery, however, will be permtted
as to the existence of further evidence of express aimng. Thus,
their nmotions to dismss for |ack of personal jurisdiction nay be
renewed at the close of this prelimnary discovery.

| T 1S FURTHER ORDERED that the notion is DENIED as to the
remai ni ng Def endant s.

/s/

ROBERT H. CLELAND
UNI TED STATES DI STRI CT JUDGE

Dat ed: Dec. 20, 2001
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